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Responsive to communication(s) filed on 22 March 2004 . 
2a)D This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle t 1935 CD. 11, 453 O.G. 213. 
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4) [X] Claim(s) 1-44 is/are pending in the application. 
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5) D Claim(s) is/are allowed. 

6) D Claim(s) is/are rejected. 

7) D Claim(s) is/are objected to. 

8) ^ Claim(s) 1-44 are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Election/Restrictions 

1 . Restriction to one of the following inventions is required under 35 U.S.C. 1 21 : 
I. Claims 1-23, 43 and 44 drawn to an implant, classified in class 128 

subclass 848. 

i. Species A- claims 1-14, 24 

ii. Species B - claims 1 5-1 9, 24 

iii. Species C - claims 20-23, 24 

iv. Species D - claims 43 and 44 

. II. Claims 25-32 and 38-42, drawn to a method or treating, classified in class • 
128, subclass 898. 

i. Species E - claims 25-32 

« 

ii. Species F - claims 38,41 and 42 

iii. Species G - claims 39, 41 and 42 

iv. Species H - claims 40-42 

III. Claims 33-37, drawn to an implant system, classified in class 606, 
subclass 12 

i. Species I - claims 33, 36 and 37 

ii. Species J - claims 34, 36 and 37 

iii. Species K - claims 35-37 

2. Inventions (I & II) and inventions (III and II) are related as product and process of 
use. The inventions can be shown to be distinct if either or both of the following can be ' 
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shown: (1) the process for using the product as claimed can be practiced, with another 
materially different product or (2) the product as claimed can be used in a materially 
different process of using that product. See MPEP § 806.05(h). In the instant case the 
method can be used by an implant other than of invention I or invention III. 
3. Inventions I and III are related as combination and subcombination. Inventions in 
this relationship are distinct if it can be shown that (1) the combination as claimed does 
not require the particulars of, the subcombination as claimed for patentability, and (2) 
that the subcombination has utility by itself or in other combinations (MPEP § 
806.05(c)). In the instant case, the combination as claimed does not require the 
particulars of the subcombination as claimed because it is not required that the implant 
of the implant system comprise the same materials as that of invention I. ; The 
subcombination has separate utility such as being places in portion of the body other 
than the pharyngeal structure. 

The examiner has required restriction between combination and subcombination 
inventions. Where applicant elects a subcombination, and claims thereto 'are 
subsequently found allowable, any claim(s) depending from or otherwise requiring all 
the limitations of the allowable subcombination will be examined for patentability in 
accordance with 37 CFR 1 .104. See MPEP § 821 .04(a). Applicant is advised that if 
any claim presented in a continuation or divisional application is anticipated by, or 
includes all the limitations of, a claim that is allowable in the present application, such 
claim may be subject to provisional statutory and/or nonstatutory double patenting 

« 

rejections over the claims of the instant application. 
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Upon election of either invention I, invention II, or invention III; the applicant must make 

* 

a further election regarding species of each invention. 

4. This application contains claims directed to the following patentably distinct 
species: species A-D of invention I, species E-H of invention II, and species l-K of 
invention III. The species are independent or distinct because the each group of 
inventions does not require the same limitations. 

5. As to the species of invention I, species A requires a specific material makeup 
not required in that of species B, species C, or species D. 

« 

6. As to the species of invention II, species E does not require providing at least 
one tool and/or instructions and required by species F, species G, or spebies H. 
Furthermore each of species F-H, require different limitations regarding placing the 
implant through a percutaneous access path, forming a surgical flap, and forming a 
surgical pocket. 

7. As to the species of invention III, the method requires different steps of forming a" 
percutaneous access path, forming a surgical flap, and forming a surgical pocket. 

Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is 
finally held to be allowable. Currently, no claims generic. 

Applicant is advised that a reply to this requirement must include ain identification 
of the species that is elected consonant with this requirement, and a listing of all claims 
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readable thereon, including any claims subsequently added. An argument that a claim 
is allowable or that all claims are generic is considered nonresponsive unless 
accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to'consideration 
of claims to additional species which depend from or otherwise require all the limitations 
of an allowable generic claim as provided by 37 CFR 1.141. If claims are added after 
the election, applicant must indicate which are readable upon the elected species. 
MPEP § 809.02(a). 

Conclusion 

8. Because these inventions are independent or distinct for the reasons given 
above and there would be a serious burden on the examiner if restriction is not required 
because the inventions require a different field of search (see MPEP § 808.02), 
restriction for examination purposes as indicated is proper. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kiandra C. Lewis whose telephone number is 571-272- 
7517. The examiner can normally be reached on Mon-Thurs 9AM-6PM and alternating 
Fridays 9AM-5PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patricia Bianco can be reached on 571-272-4940. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 



Application/Control Number: 10/806,372 Page 6 

Art Unit: 3772 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 

* 

system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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SUPERVISORY PATENT EXAMINER 
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